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PETITION 

SIR: 

This Petition is submitted pursuant to 35 U.S.C §118 and 37 C.F.R. § 1.47(b) to 
request that the U.S. Patent and Trademark Office ('TTO") accept the filing of the above-identified 
US Patent Application by Sonera Smarttrust Oy, a corporation of Finland, in lieu of by the sole 
inventor, Harri Vatanen, on the ground that Mr. Vatanen has refiised to sign the Declaration in 
support of the subject US application. 

The undersigned, and other attorneys in the law firm of the undersigned, are the 
attorneys for Sonera Smarttrust Oy and Sonera Oy, both of which are corporations of Finland; 
Sonera Smarttrust Oy is a wholly-owned subsidiary of Sonera Oy, and are in effect one company 
(see attached Declaration of European Patent Attorney Markku Simmelvuo, Exhibit 1 hereto). The 
undersigned is empowered and has the authority to act on behalf of Sonera Oy and Sonera 




Examiner: Not Yet Assigned 
Group Art: Not Yet Assigned 



12 MAR 2G0Z 
International Division 



-1- 




Serial No.: 09/868,387 Express Mail # 727707030US 

Smarttrust Oy; Sonera Smarttrust Oy, which holds the patents of its parent Sonera Oy, is the proper 
and lawful assignee and owner of the invention of the subject US application. 

In brief, and as explained more fully below, (1) Mr. Vatanen has refused to sign the 
Declaration in support of this application, despite repeated requests that he do so, and (2) Mr. 
Vatanen has already assigned, both expressly and as a matter of Finnish statutory law, the invention 
which is the subject of this application to Sonera Smarttrust Oy and is under an agreed-to obligation 
to execute any necessary documents required in connection with the U.S. application that is the 
subject of this Petition. 

On June 18, 2001, the undersigned filed (by Express Mail) a request under 35 U.S.C. 
§371 to enter the national phase (i.e. to begin national examination procedures) in the United States 
fi-om mtemational (PCT) Patent Application No. PCT/FI99/01036, which had been filed on 
December 15, 1999 and in which the United States was properly designated. This Section 371 
national phase filing request was accompanied, inter alia, by a copy of the published International 
Application and by an unexecuted Declaration of the sole inventor, Mr. Harri Vatanen. The 
International Application claims the priority of Finnish Patent Application No. 982,728, which was 
filed in Finland on December 16, 1998. 

The Finnish priority application was filed by Sonera Oy as applicant, and Sonera Oy 
thereafter transferred its rights in the Finnish priority application to its wholly-owned subsidiary 
Sonera Smarttrust Oy (which holds the patent rights of its parent, Sonera Oy). On December 20, 
1998, inventor Vatanen executed an Assignment of that Finnish priority application to Sonera Oy (a 
copy of that Assignment is attached to the Declaration of Markku Simmelvuo, Exhibit 1 hereto), in 
which he expressly transferred "the patent rights [to the invention] in all countries" and agreed "to 
sign all docxmients . . . which may be required to assert the rights transferred" in the Assignment. 
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The International (PCT) application, which was filed within the one-year period 
following the filing of the Finnish application and which claimed the priority of the Finnish 
application, was filed by Sonera Smarttrust Oy as applicant (for all countries except for the United 
States). Inventor Vatanen executed a Power of Attorney to the Finnish attorneys of Sonera 
Smarttrust Oy (Papula Rein Lahtela Oy) in support of the designation, in the International 
Application, of the United States since Mr. Vatanen, rather than Sonera Smarttmst Oy, would have 
to be the applicant in the United States. (See Declaration of Markku Simmelvuo and attached copy 
of that Power of Attorney, Exhibit 1 hereto.) 

As noted above, the national phase U.S. application which is the subject of this 
Petition was filed on June 18, 2001 and was accompanied on filing by an unexecuted Declaration of 
the sole inventor, Mr. Harri Vatanen. The unexecuted Declaration identified the undersigned and 
other members and employees of undersigned's law firm (Cohen, Pontani, Lieberman & Pavane) as 
the record attorneys for the application, and identified xindersigned*s law firm as the mailing address 
for all correspondence in cormection with the application. 

On July 25, 2001, a paper entitled "Notification of Missing Requirements Under 35 
U.S.C. 371 in the United States Designated/Elected Office", noting the lack of an executed 
Declaration of the inventor, was mailed to the undersigned by the PTO. That Notification was 
received by undersigned's law office on July 27, 2001. A copy of that Notice, as received on July 
27, 2001, is attached as Exhibit 2 hereto. 

By letter of August 3, 2001, the undersigned informed European patent attorney 
Markku Simmelvuo, of the Finnish law firm Papula Oy, of our receipt of the Notification. (We 
correspond with Sonera Oy/Sonera Smarttrust Oy through that Finnish law firm, fi-om whom we 
also receive the instructions of Sonera Oy/Sonera Smarttrust Oy.) Accompanying that letter of 
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August 3 we enclosed a copy of the Notification and a "Combined Declaration for Patent 
Application and Power of Attorney" for execution by inventor Harri Vatanen. A copy of our 
August 3, 2001 letter and of the Declaration that accompanied that letter are attached as Exhibit 3 
hereto. 

Sonera Smarttrust Oy has made numerous and repeated attempts to obtain the 
signature of the sole inventor, Mr. Vatanen, on the Declaration relating to the subject US patent 
application. Attached as Exhibit 4 hereto is an Affidavit of Paivi Soderman, the corporate patent 
engineer of Sonera Smarttrust Oy who is overseeing the subject U.S. patent application and who 
had direct responsibility for obtaining the signature of Mr. Vatenan on the Declaration in support of 
the U.S. patent application. As reported by Ms. Soderman in her Affidavit, Ms. Soderman has 
forwarded copies of the Declaration, accompanied by a copy of the patent application, to Mr. 
Vatanen, and although Mr. Vatanen has repeatedly promised to sign the Declaration he has 
repeatedly failed to do so, and no other written responses to those communications to Mr. Vatanen 
have been received. Mr. Vatanen has also been informed that the nonextendible deadline for filing 
the signed Declaration in the U.S. Patent and Trademark Office to avoid loss of the application is 
March 25, 2002, but he has nevertheless failed retum a signed Declaration to Ms. Soderman or 
otherwise to Sonera Smarttrust Oy or the Papula law firm, thereby effectively refiising to sign the 
Declaration. 

Liventor Harri Vatanen*s last-known, and on information and behef his current, 
address is Savannah Lindale Close, Virginia Water GU 4NT Surrey, United Kingdom. All 
communications with Mr. Vatanen seeking his signature on the Declaration for the U.S. application 
have been directed to that address. 
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Mr. Vatanen is under a duty to assign the subject US patent application to Sonera Oy 
or its subsidiary, Sonera Smarttrust Oy, as a direct consequence of his employment by Sonera 
Oy/Sonera Smarttrust Oy. The attached Exhibit 1 Declaration of European Patent Attorney Markku 
Simmelvuo, of the Finnish patent firm Papula Oy, states that under Finnish statutory law an 
employee's inventions are owned by the employee, in this case Sonera Oy (and its subsidiary Sonera 
Smarttrust Oy). In addition, Mr. Vatanen has already expressly assigned the invention which is the 
subject of the U.S. application, "in all countries", to Sonera Oy, which in tum has transferred 
ownership to its wholly-owned subsidiary Sonera Smarttrust Oy. Thus, Sonera Smarttrust Oy is the 
proper, legitimate and lawful owner of the invention set forth in the subject US patent application 
and, since Mr. Vatanen as sole inventor of that invention has refused to sign the Declaration in 
support of the U.S. application, Sonera Smarttrust Oy (or its parent Sonera Oy) is the proper party to 
sign the Declaration and file the subject application in lieu of Mr. Vatanen. 

Also attached, as Exhibit 5 hereto, is a Declaration and Power of Attomey for the 
subject US patent application which has been signed by Antti Vasara, the Chief Executive Officer 
of Sonera Smarttrust Oy. Mr. Vasara has the authority to execute such documents on behalf of 
Sonera Smarttrust Oy. 

Sonera Smarttrust Oy, as the lawful and legitimate owner of the invention which is 
the subject of the U.S. patent application, will suffer irreparable damage unless it is permitted to 
sign the Declaration and file the U.S. application in lieu of the non-signing, sole inventor Harri 
Vatanen. Such irreparable damage is evidenced and established in this case in that the June 18, 
2001 filing date of the U.S. application was the final day on which the U.S. application could have 
been filed in the United States under Section 371 to maintain the priority of Finnish Application No. 
982,728 of December 16, 1998. Lx)ss of that priority would now result in a statutory bar to patent 
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protection of the invention in the United States, since the International Application was published 
on July 6, 2000. 

Based on the foregoing and the enclosed, it is respectfiilly requested that the U.S. 
Patent and Trademark Office grant this Petition and accept the filing of the subject U.S. patent 
application by Sonera Smarttrust Oy in lieu of the sole inventor, Harri Vatanen, pursuant to 35 
U.S.C. §118 and 37 C.F.R. §1. 47(b). 

The undersigned hereby declares that all statements made herein of his own 
knowledge are true, and that all statements made on information and belief are believed to be true; 
and, further, that these statements are made with the knowledge that willfiil false statements and the 
like so made are punishable by fine, or imprisonment, or both under Section 1001 of Title 18 of the 
United States Code, and that such willfiil false statements may jeopardize the validity of the 
application or any patent issued thereon. 

A check in the amount of $1,890.00 in payment of the government fee for a five- 
month extension of time, a check in the amount of $130.00 in payment of the government fee for 
the filing of "missing parts" in response to the April 17, 2001 Notice, and a check in the amount of 
$130.00 in payment of the government fee for the filing of tiiis Petition, are enclosed herewith. 



03/05/2002 SHflJftRRO 00000015 032412 09868387 

01 FC:154 130.00 OP 

02 FC:122 130.00 OP 

03 FC:128 70.00 CH 1890.00 OP 
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Any additional fees or charges required at this time in connection with the instant 



patent apphcation may be charged to our Patent and Trademark Office Deposit Account No. 03- 



2412. 



Respectfully submitted, 



COHEN, PONTANUVffiBERMAN & PAVANE 



Lance J. Lieberman 

Reg. No. 28,437 

551 Fifth Avenue, Suite 1210 

New York, New York 10176 

(212) 687-2770 




Dated: February 25, 2002 
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STATEMENT 

Sonera Smarrrrust Oy own^ rhe righrs to Lhe invenrion 
^'Merhod and system for implemenring digital signarare'S a 
patent application concerning which is pending xn rhe USA 
under the application number 09/868,387. a patent has been 
applied for the invention also In Finland under the appli- 
cation number FI 982728 and wirh an international patent 
application PCT/FI99/01036 . These applications are also the 
priority applications of the above-mentioned LJ,s, applica- 
tion , 

With the enclosed assignment the sole inventor. Karri Vata- 
nen, has transferred his rights to said invenrion ^^Method 
and system for implementing digital signature" to Sonera 
Oy, which belongs to the same consolidated corporation as 
Sonera Smarttrust Oy, to which Sonera Oy has transferred 
the right, Sonera Oy owns Sonera Smarttrust in its enrirety 
and in that regard rhey are one company. In the assignment 
it has been stated that the assignee gets a right to dis- 
pose the invention, and in addition, Vatanen has promised 
to sign all the necessary documents that are needed in or- 
der to confirm the assignment. 



In addition, the inventor Vatanen has signed a power of at- 
torney to the Finnish attorney of Sonera Smarrtrust Oy Pap- 
ula Rein Lahtela Oy (at present Papula Oy) for the interna- 
tional patent application PCT/FI99/01036 in order that one 
coula also mention the USA m the international patent ap- 
plication. Enclosed is a copy of said power of attorney. 



Enclosed please find an extract from the 
ployer's right ,to the inventions made by 
irs translations into English- Section 4 
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rhat if the invention was made when fulfilling rhe duties 
of rhe employee in employment, then the rights to the in^ 
vent ion belong to the employer. This is very anambiquous, 
and based on this, the right to the invention belongs 
clearly to the employer of Vatanen, We enclose a copy of 
the work contract which shows that Vatanen was in an em- 
ployment relationship with Sonera Oy at the time the inven- 
tion, i.e. the Finnish application FI 982728, was made. 

Helsinki 22 February, 2002 




Markka Simmelvuo, 
European patent attorney 
PAPULA OY 
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lAVe hereby declare that I/we 
Have assigned to 



Hani Vaianen 



Vakuutan/Vakuuianxme, eia mina/me 
Olen/olermne siirtaneet yritykselle 



Sonera Oy 

P.O.Box 106, FIN-00051 Sonera 
(TeoUisuuskatu 15, 00510 Helsinki, Fmlatad) 



my/our right to inveutioij, priority, patent 
applications aruJ patents, in all coimmes, on an 
invention 



oikeuteui/oikeutemme keksintddn, etuoikeu- 
teen, patenttihakemxiksiin ja paientteihin 
kaikissa maissa seuraavaan keksintoon: 



mled by / nunitys: MENETELMA JA JARJESTELMA DIGITAALISEN ALLEKIRJOITUKSEN 

TGTEUTTAMISEKSI 
filed in Finland on / joka on pantu vireille Suomessa 16 . 12 . 1998 

having the filing number / hakemusnumerolla 982728 

and/or Sonera's case nmnber / ja/tai Soneran asianumerolla 



The assignment of the rights includes a 
transfer of the patent rights in all countries, as 
well as the right to use a convention priority of 
the Finnish patent application in all countries. 

The assignee alone hereinafter has the entire 
disposal of the invention and possesses the 
entire ownership to any domestic and foreign 
patents granted thereinafter. The assignor/s 
undercake/s to sign all documents necessary 
for taking om a patent and, fimhennore, all 
such documents which may be required to 
assert rights transferred hereby. 

If the assxgnor/s is/are prevented by any 
obstacles from signing said documents in 
person, this document of assignment shall be 
valid as a Power of Auomey for the assignee 
or for whom the rights have been transferred to 
sign these documents on behalf of the 
assignor/s or in the event of the death of the 
latter, the estate thereof 



Oikeuksien siirto sisaitSS oikeuksien siirron 
kaikissa maissa ja oikeuden kayrta^ etuoikeutta 
suomalaisesia patenttihakemuksesta kaikissa 
maissa. 

Siirronsa^alla on tSmto jSikeen keksintdon 
msaraanusoikeus ja hanella on omistus- 
oikeudet kaikki in kotimaisiin ja ulkomaisiin 
myonnettyihin paientteihin, Luovutt^a/luovut- 
tajat lupaa/lupaavat allekiqoitiaa kaikki tarpeel- 
liset asiakiijat patentin luovuttamiseksi ja lisaksi 
kaikki asiakiijat, jotka vaaditaan oikeuksien 
siirron vahvistamiseksi. 

Jos luovutt^ja/luovutt^at on/ovat estynyt/esty- 
nect allekirjoirtaroasta asiakirjoja henkil5kohtai- 
sesii, tama simoasiakiija on pateva asiamies- 
valtakiijana siiminsaajalle tai siile, joUe 
oikeudet on siirretty, nSiden asiakxi^bjen 
allekirjoinaraiseksi luovurtajan/luovuuajien tai 
jaikimmaisen/jalkimmaisien kuoleman tapauk- 
sessa, sen/niiden kuolinpesan puolesta. 



Place and date / Paikka ja aika Hels inki^ ^ ?Q,-.12 . 1 998, 



Signature of the assignors / 
Luovuttajan/jien allekirjoims 

Clarification of signatiire/s 
Allekiijoituksen selvennys , . . 




Harri Vatanen 



Address of the assignor/s 
Luovuttajan/jien osoite 



Lepolanlie 25 A 3 
00660 Helsinki 
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Patentit, tavaramerkit ja mailit 
Patent, varumarken och monster 
Patents, Trade Marks and Designs 
Patente, Warenzeichen und Muster 
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VAUTAKIRJA 

Tai©n 



FUUUMAKT 

tor 



POWER OF ATTORNEY 



to 



VOLLMACHT 

for 



PAPULA RHIN UAMTEtA OY 
Patent ana Traae MaiK Anomeys 
P.O.Box 981. FrednKinMtu 6t a. FiN-O0lOl He(s*nKi. Finiana 
Teiemx ^^358 9 34fi0 0630. 3480 0631 



edustamaan mmua/majr^ 



miQ/oss 



Of any one wham th«y may apf>^r»t 

lo represeni me/us 



ex^^ wdft ihnen ornanntom. micn/ 



kansainvalisessa patentrihalceiauksessa 
MENETEUtA JA JARJESTELHA PIGITAALISEN 
ALLEKIRJOITUKSEN TOTEUTTAMISEKSI 
PCT/FI99/01036 - 15.12.1999 

eruoikeus/ priority: 16, 12* 1998 - FI - 982728 



in internaniouai patent application 
HETHOD AND SYSTEM FOR IMPLEHENTING 
A DIGITAL SIGNATURE 



ja KaiKessa, mjka astaa, haK^mus- 
la, laaia jakamaifa eroi&nM^d ton- 
kaisiuia haKem^Ksia ta naKftmuston 
pef\43i»«iia myOnnettvia suojaoi- 
KauhSta KosK«>«. Kantamaan la vae^ 
taamaan 



ocn I m. va^j oeiraTfar arandeiT an- 
SQKnmgen. Qt^iux avdefada ocn ut- 
Doftna an^Kningar ocn p& gruna 
av sa^Ca anaOKnmgar beviljac3a 
sKyoaeraiteTr fora tajan ocn svara. 



aro \n o^^eryining concerning me 
matter, application, applications 
tnerafrom orancnac OTt Of oiv^ced 
aa well aa protective nght? 9ranTao 
on said applications, to pufT^ua 
ctaifn and to reply. 



zu wenrexen uno m aiiem, was Q*6 
Sacne, Anmeidung, davon aoQft- 
teide Oder ausgescniedone Anmot- 
dMngan sowie auf Grund derseioen 
eaailia Scnwtzracntft beuifft. zu 
KiaQen una antwoftan. 



PaiKKa, paivays ja 
naKijan aiietur;oiiu& 




On. qaiLim ocn 
soKanoens unaersKnTi 



Race, date and 
Signature af Appocani 



On. Oaium und 
unieracnritt ocs Anmataers 



El vanvtsTtista 
ingen lagaifSBr.ng 
NO logadzaTTon 
Karne BegiauOigung 



Harri Vatanen 



Papula 
Group 



RdKistaroidyT patanniasiamidnei 
Registered Patent Attorneys 
European Patent Attorneys 



PApuLA and NEvinPAT orficos, 
$p>eciaiisTE tn industnai propeny 
n^nts in Finland ana ine rormer 
USSR countries. 



-J)2-02 14:53 



Lfih. -PAPULA GROUP 



+358934800631 



T-436 S. 08/11 F-961 



By Express Mail 

No. EL727707030US 



1 § 

In This law, a consolidated corporation is used to refer to a consolidated corporation in accordance 
w«h chapter 6 of section 1 of the Bookkeeping Act (1336/1997), as well as to a m^xcip^ky 
mumcpal federation and companies under its authority as referred to in subsection of sections 
and section 6 of chapter 1 of the Bookkeeping Act . 



4§ 



If The invention is a result of actmiies carried out in order to fiUfill the duties of an employee or by 
utihzmg the ^xpenence gamed in a company or organization of the employer or in one bdonVng to 
the same consolidated corporation with it. the employer has the right, provided that the utihS of 
the mvem.on is included in the bz^ch of business of the employe? o hi thf one o^a co^^^^ 
belonging to the same consolidated corporation with it. to obtain the right to the ^nvenSon Sher 
wholly or partially^ If the invention was produced by the employee a. f r«ult of a Tuty more 
nSI'f ;f employment, the employer has the aforementioned right, although the 

utilization ot the mvention rs not included in the branch of business of the employeV or in the one of 
a company belonging to the same consolidated corporation with it. P» > ^ we one ot 

If it is a question about an invemion the utilization of which is included in the branch of business of 
the employer or m ttie one of a company belonging to the same consolidated co^orlon S U 
which was produced m comiection with an employment relationship other than SesSd by 
subsection 1 , the employer is entitled to obtain the right of use of the invention ^ 

U the employer wishes to obtain a right to an invention referred to in subsection 2 that is wider ihan 
the one prescubed m it. or a right to an invention that was produced without a comiec ion to S 
employment relauonsMp but the utilization of which, however, is included in theTr^ch of business 
of the employer or m the one of a company belonging to the same consolidated corpTation wUhT 
the employer has the pnoniy to obtain the right in question by agreeing on it with Ae employee 



By Express Mail 

No. EL727707O30US 



°5\ United States Patent and Trademark Office 



Commissioner for Patents. 
United States Patent end Tradema 
Washington, D 



U.S. APPLICATION NO. 



FIRST NAMED APPLICANT 



ATTY. DOCKET NO. 



09/868387 



LANCE J LIEBERMAN 

COHEN PONTANI LIEBERMAN & PAVANE 

SUITE 1210 

551 FIFTH AVENUE ' 
NEW YORK. NY 10176 



VATANEN 



2132-47PCON 



INTERNATIONAL APPLICATION NO. 



PCT/FI99/01036 



I. A. FlUNO DATE 



PRIORITY DATE 



15 DEC 99 16 DEC 98 

DATE MAILED: 

25 JUL ZC 

NOITFICATION OF A DEFECTIVE OATH OR DECLARATION 

This application fails to contain an oath or declaration acceptable under 35 U.S.C. 371(c)(4) for entr> 
into the national stage in the United States of America. The period within which to correct the 
deficiency noted below and avoid abandonment is set in the accompanying Notification. 

A new oath or declaration, properly identifying this application (preferably by the international 
application number and international filing date) is required. The oath or declaration does not comvh 
with 37 CFR 1 .497(a),(b) and (0 in that it: 



3-D 

5.p 



is noi executed in accordance with either 37 CFR 1,66 or 37 CFR 1 .68. 

does not identify the application to which it is directed. 

does not identify the inventor(s). 

does not identify the citizenship of each inventor. 

does not state that the person making the oath or declaration believes Uie named inventor or inventors 
to be the original and first inventor or inventors of the subject matter which is claimed and for which 
a patent is sought. 



FAILURE TO SUBMIT AN OATH OR DECLARATION IN COMPLIANCE WITH 37 CFR 
1.497(a) AND (b), AND L497(d) WHERE APPROPRIATE, WITHIN THE TIME PERIOD SET 
WILL RESULT IN FAILURE TO ENTER THE NATIONAL STAGE AND THE 
ABANDONMENT OF THE APPLICATION. 

Additionally, the oath or declaration does not comply with 37 CFR L63 in that it; 

1. □ docs not identify the mailing address of each inventor, if the residence is different from the 

mailing address, then the city and state or city and foreign country of residence of each inventor 
must also be given. 

2. Q does not state that the person making the oath or declaration; 



•n 



has reviewed and understands the contents of the application, including the claims, as 
amended by any amendment specifically referred to in the oath or declaration. 



b. 



Ij acknowledges the duty to disclose to the Office all information known to the person to be 
material to patentability as defmed in 37 CFR 1.56, 



. □ doe.s not identify the foreign application for patent or invemor's certificate for which a claim for 
priority is made pursuam to 37 CFR 1.55. and any foreign application having a filing date before 
that nf the application on which priority is claimed, by specifying the application serial number 
country, day. month, and year of its filing. 



FORM PCT/DO/EO/917 (March 2001) 



Shakeel Ahmed 

Telephone: 703-305-3659 



No. EL72770703''^ 




United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademi 
. Washingtort, D 



V.S. APPI,tCATIOS NO, 



1 



inRST NAMED APPLICANT 



ATTV. r«CKET NO, 



09/868387 



LANCE J LIEBERMAN 



VATANEN 



2132-47PCON 



INTERNATIONAL APPUCaTION NO. 



COHEN PONTANI LIEBERMAN & PAVANE 
SUITE 1210 
551 FIFTH AVENUE 
NEW YORK. NY 10176 




.0/ 



PCT/FI99/01036 



I. A. RUNG DATE 



PRIORITV DATE 



15 DEC 99 



16 DEC J 



NOTIHCATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 n^i 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

1 . The following items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office a.": p a Designated Office (37 CFR 1 .494) ^ an Elected Office (37 CFR 1 .495): 

j^] U.S. Basic National Fee, q Indication of Small Entity Status. 

jVi Copy nf the international application. r'[ Translation of the international application into English. 

[7| Oath or Declaration of inventors(s), rj Translation of Article 19 amendments into English, 

pi Copy of Article 19 amendments. p| Other: 

jVi Priority Document. 

[71 The International Preliminary Examination Report in English and its Annexes, if any. 
C "translation of Annexes to the International Preliminary Examination Report into English. 

2. iji Applicant has requested early processing under 35 U.S.C. 371(0 but has not filed the following indicated items and/or 
ihc indicated items in paragraph 3 below. The Basic National Fee and the copy of the imemationai application must be filed 
prinr to 20 or 30 months from the priority date to avoid abandonment. 

p-f U.S. Ba.sic National Fee. q Copy of the international application. 

3. The follnwing items MUST be furnished within the period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C. 371: 

pi a. Translation of the application into English. A processing fee will be required if submitted 
later than the appropriate 20 or 30 months from the priority date. 
Pi The current translation is defective for the reasons indicated on the attached Notice of Defective 
Translation. 

P b. Processing fee for providing the translation of the application and/or the Annexes later than the 

appropriate 20 or 30 months from the priority date (37 CFR 1.492(f)). 
[7! c. Oath or declaration of the inventors, in compliance with 37 CFR 1.497(a) and (b), properly identifying 

the application (preferably by the International application number and international filing date). A 

surcharge will be required if submitted later than the appropriate 20 or 30 months from the priority 

date. 

fyf The current oath or declaration does not comply with 37 CFR 1, 497(a) and (b) for the reasons 
indicated on the attached PCT/DO/EO/917. 
d. Surcharge for providing the oath or declaration later than the appropriate 20 or 30 months from the 
priority date (37 CFR 1 , 492(e)). 

4. Additional claim fees of $ as a p| large entity p| small entity, including any required multiple dependent 

claim fee, arc required. Applicant must submit the additional claim fees or cancel the additional claims for which fees are 
due (37 CFR 1 .492(g)). See attached PTO-875, 

5. p) Applicant has not submitted the required sequence listing pursuant to 37 CFR 1. 821- 1 .825., See attached 
PCT/DO/EO/920. 

ALL OF THE ITEMS SET FORTH IN 3(a)-3(d), 4 AND 5 ABOVE MUST BE SUBMITTED WITHIN TWO (2) 
MONTHS FROM THE DATE OF THIS NOTICE OR BY 22 OR 32 MONTHS (where 37 CFR 1.495 appUes) FROM 
THE PRIORITY DATE FOR THE APPLICATION, WHICHEVER IS LATER. FAILURE TO PROPERLY 
RESPOND mhh RESULT IN ABANDONMENT. 

The time period set above m?.y be extended by filing a petition and fee' for ey.tsnsion of time under the provisions o*" '»7 C^" 
I.l.'?6(a). t ^ ..V 

6. If bo.x 3a or 3c is checked, a translation of the Annexes MUST be submitted no later than the time period set above or the 
Annexes will be cancelled. A processing fee will be required if submitted later than 20 or 30 months from the priority date. 

7. pi The Article 19 amendments are cancelled since a translation was not provided by the appropriate 20 (37 CFR L494(d)) 
or 30 (37 CFR 1 .495(d)) months from the priority date. 

Applicant is reminded that any communication to the United States Patem and Trademark Office must be mailed to the 
address given in the heading and include the U.S. application no. shown above. (37 CFR 1.5) 

A copy of this notice MUST be returned with this response. 

Enclosed: PCT/DO/EO/91 7 p, Notice of Defective Translation 

n PTO-a75 p) PCT/DO/EO/920 

Shakeel Ahmed 

FORM PCT/DO/EO/905 (March 2001) 



Telephone: 703-305-3659 



MYRON COHEN 
THOMAS C. PONTANI. PH.D. 
LANCE J. LIEBERMAN 
MARTIN B, PAVANE 
MICHAEL C. STUART 
WILLIAM A. ALPER 
KLAUS R STOFFEL 
EDWARD M. WEISZ 



Cohen. Pontani, Lieberman & 

COUNSELLORS AT LAW 
PATENTS. TRADEMARKS & COPYRIGHTS 
551 FIFTH AVENUE 
NEW YORK. NEW YORK 10176 



AVANE 



By Express Mail 

No. EL727707030US 



TEL: 
FAX: 



(212) 687-2770 
(212) 972-5487 



August 3, 2001 



VIA FAX: Oil 358 9 3480 0630 

Markku Simmelvuo, Esq. 
Papula Oy 
Box 981 

SF-00101 Helsinki 
Finland 



REMINDER 



YUNLING REN. PH.D. 
JULIA S. KIM 
MINDY H. CHETTIH 
VINCENT M. FAZZARI 
CATRIONA M, COLLINS 
ALFRED W. FROEBRiCH 
ALFRED H. HEMINGWAY. JR. 
KENT H. CHENG. PH.D, 
ROGER S. THOMPSON 
JEREMY A. KAUFMAN 
GEORGE J. BRANDT. JR. 
TEODOR J. HOLMBERG 
F. BRICE FALLER 



Re: U.S. National Phase PCT Application Serial No. 09/868,387 

For: Method and System for Implementing a Digital Signature 

Your Ref.: 14705S 

Our File No. : 2132-47PCON 

Dear Markku: 

Pursuant to our letter of 27 June 2001, the above-identified patent application was filed in 
unexecuted condition. We have now received a form from the United States Patent and 
Trademark Office entitled NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 
U.S.C. § 371 IN THE UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 
which is enclosed for your files. We have until 25 September 2001, in order to file the executed 
Declaration and Power of Attorney. 

If you have any questions, please do not hesitate to contact us. 

Very truly yours, 

COHEN, PONTANI, LIEBERMAN & PAVANE 




Lance J. Lieberman 

UL/LAK 
Enlosure 



By Express Mail \ 
No- EL727707030US j 



COMBINED DECLARATION FOR PATENT APPLICATION AND POWER OF ATTORNEY 

Includes Reference to PCT International Applications 



Attorney *s Docket 
N0.2132-47PCON 



As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name. 

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, first and joint inventor (if 
plural names are listed below) of the subject matter which is claimed and for which a patent is sought on the invention entitled: 

Method and System for Impumentihg a DiGrrAi Signatdre 



the specification of which (check only one item below) 
[] is attached hereto 

Q was filed as United States application 
Serial No. 09/868.387 
on 18 June 2001 
and was amended 
on _ (if applicable). 

[x] was filed as PCT international application 

Number PCT/FI99/01036 

On 15 December 1999 

And was amended under PCT Article 19 

On _ (if applicable). 

I hereby state that I have reviewed and understand the contents of the above-identified specification, including the claims, as 
amended by any amendment referred to above. 

1 acknowledge the duty to disclose information which is material to the patentability of the application in accordance with Tide 
37, Code of Federal Regulations, §1. 56(a). 

1 hereby claim foreign priority benefits under Title 35, United States Code, §119 of any foreign application(s) for patent or 
inventor's certificate or of any PCT international application(s) designating at least one country other than the United States of 
America listed below and have also identified below any foreign application(s) for patent or inventor's certificate or any PCT 
international application(s) designating at least one country other than the United States of America filed by me on tiie same 
subject matter having a filing date before that of the application(s) of which priority is claimed. 



PRIOR FOREIGN/PCT APPLICATIONS AND ANY PRIORITY CLAIMS UNDER 35 U.S.C. 119: 



Country 
(if PCT, indicate "PCT") 


Application 
Number 


Date of Filing 
(day, month, year) 


Priority Claimed 
Under 35 U.S.C. 
119 


Finland 


982728 


16 December 1998 


[x] YES 


[] NO 


PCT 


PCT/FI99/01036 


15 December 1999 


[x] YES 


[] NO 








[] YES 


[] NO 








[] YES 


[] NO 








[] YES 


[] NO 








[] YES 


[] NO 








[] YES 


[] NO 



Combined Declaration for Pat'^ ^Application and Power of Attorney (Conti^^^ 


Attorney's Docket No. 
2132-47PCON 


I hereby claim the benefit under Title 35, United States Code, §120 of any United States application(s) or PCX international 
application(s) designating the United States of America that is/are listed below and, insofar as the subject matter of each of the 

claims of this aODlication is not disclosed in that/thn^P nrinr annlimtinn/'Q^ in til** mann/ar rt¥*r*t7irlo/-! V»T7 tVia fi^ry* «n^n»*.n«u 

vi u^pA^vcti.iv^AA JO uv/i uiov'it^ov'U ill LiidL/ uifjo^ ixji ci^yn^ciiiKjuyo/ ill liic iiioiincx proviueQ Dv me iirsi parasrapn or 
Title 35, United States Code, §1 12, I acknowledge the duty to disclose material information as defined in Title 37, Code of 
Federal Regulations, § 1.56(a) which occurred between the filing date of the prior application(s) and the national or PCT 
iniemaiionai iiiing oaie oi uiis application: 


PRIOR U.S. APPLICATIONS OR PCT INTERNATIONAL APPLICATIONS DESIGNATING THE U.S FOR BENEFIT 
UNDER 35 U.S.C. 120: 


U.S. APPLICATIONS 


STATUS (check one) 


U.S. APPLICATION NUMBER 


U.S. FILING DATE 


PATENTED 


PENDING 


ABANDONED 
































PCT APPLICATIONS DESIGNATING THE U.S. 








PCT APPLICATION NO. 


PCT FILING DATE 


U.S. SERIAL NUMBERS 
ASSIGNED (if any) 








PCT/FI99/01036 


15 December 
1999 






X 
















POWER OF ATTORNEY: As a named inventor, I hereby appoint the following attorney(s) and/or agent(s) to prosecute this 
application and transact all business in the Patent and Trademark Office connected therewith (List name and registration 
number) 

MYRON COHEN, Reg. No. 17,358; THOMAS C. PONTANI, Reg. No. 29,763; LANCE J. LIEBERMAN, 
Reg. No. 28,437; MARTIN B. PA VANE, Reg. No. 28,337; MICHAEL C. STUART, Reg. No. 35,698; 
KLAUS P. STOFFEL, Reg. No. 31,668; EDWARD M. WEISZ, Reg. No. 37,257; JULIA S. KIM, Reg. No. 
36,567; VINCENT M. FAZZARl, Reg. No. 26,879; ALFRED W. FROEBRICH, Reg. No. 38,887; KENT 
H. CHENG, Reg. No. 33,849; ROGER S. THOMPSON, Reg. No. 29,594; GEORGE J. BRANDT, JR., 
Reg. No. 22,021; F. BRICE FALLER, Reg. No. 29,532 and YUNLING REN, Reg. No. 47,019, 


Send correspondence to: 

Lance J. Lieberman 
Reg. No. 28,437 

Cohen, Pontani, Lieberman & Pavane 
551 Fifth Avenue, Suite 1210 
New York, New York 10176 


Direct Telephone calls to: 
(name and telephone number) 

Lance J. Lieberman 

(212) 687-2770 


2 
0 
1 


FULL NAME OF INVENTOR 


FAMILY NAME 

VATANEN 


FIRST GIVEN NAME 

Harri 


SECOND GIVEN NAME 




RESIDENCE, CITIZENSHIP 


CITY 

Englefield Green, 
Surrey 


STATE OR FOREIGN COUNTRY 

Great Britain 


COUNTRY OF CITIZENSHIP 

Finland 




POST OFFICE ADDRESS 


POST OFFICE ADDRESS 

2 Rushmore Place 


CITY 

Englefield Green, Surrey 


STATE & ZIP CODE/COUNTRY 

Great Britain 
TW 20 ONN 


2 
0 
2 


FULL NAME OF INVENTOR 


FAMILY NAME 


FIRST GIVEN NAME 


SECOND GIVEN NAME 




RESIDENCE, CITIZENSHIP 


CITY 


STATE OR FOREIGN COUNTRY 


COUNTRY OF CITIZENSHIP 




POST OFFICE ADDRESS 


POST OFRCE ADDRESS 


CITY 


STATE & ZIP CODE/COUNTRY 



By Express Mail 

No. EL727707030US 

J 



Combined Declaration for Patr^^k)pIication and Fower of Attorney (Contir|Hto 

(Includes Reference to PCT Inte. ^Rial Applications) 


Attorney's Docket No, 
2132-47PCON 


2 
0 
3 


FULL NAME OF INVENTOR 


FAMILY NAME 


FIRST GIVEN NAME 


SECOND GIVEN NAME 




RESIDENCE, CITIZENSHIP 


CITY 


STATE OR FOREIGN COUNTRY 


COUNTRY OF CITIZENSHIP 




POST OFFICE ADDRESS 


POST OFRCE ADDRESS 


CITY 


STATE & ZIP CODE/COUNTRY 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made 
on information and belief are believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by fine or imprisonment, or both, 
under §1001 of Title 18 of the United States Code and that such willful false statements may jeopardize the 
validity of the application or any patent issuing thereon. 


SIGNATURE OF INVENTOR 201 


SIGNATURE OF INVENTOR 202 


SIGNATURE OF INVENTOR 203 


DATE 


DATE 


DATE 



5 
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No. EL727707030US 
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No. EL727707030US 



US THE US PATENT ANp TRADE-MARK OFFICE 

IN THE MATTER OF US 09/868 iS7 for the FI-9S2728, 16-12.1998 
METHOD AND SYSTEM FOR IMPLEMENTING A DIGITAL SIGNA- 
TURE 

AFFIDAVIT FOR THE ABOVE MOTED MATTER IN THE US PATENT 
AND TRADt MARX OFFICE 

L Paivi Soderman, of Sonem Smaramst Oy, MAKE OATH AND SAY AS 
FOLLOWS: 



1 1 am employed by Somsra SmarctrList Qy of Helsinki, Finland 

2 T am currenily overseeing the matter of the registration of US pat- 

em application US oy/868387 for us. 

3 Inl9€i8, we filed a patent applicaiion Fl 982728. The application 
was filed on December 6, 1998 

4 In 1999 we filed m iuternational appUcation under the Paient Co- 
operation Treaty (hereinafter "PCT") claiming the Finnish filing 
date as the priority date. 

5. We prepared the Firmish patent application FI 982728, and, the 
PCT-application, PCT/FI99/010'^6, under the direction of Mr 
Ham Vatanen, employee of Sonera Oy at that time. Mr. Vatancn 
was also the sole inventor of the subjea patent At the time, Mr 
Vatanen signed all documents on behalf of Sonera Oy. 

6. According to Finnish law. and matt spedfically, to the statute of 
the Laws of Employees Inventions, all inventions created during 
the time of an individual's employment with a company, are prop- 
erty of the employer. To ensure patenting of the subject invention 
Mr. Vatanen should execute all documents which are needed for 
the patent process because he was an employee of Sonera Oy and 
participated in creation of the invention Attached bcreio 4> an 
other assignrnem related to the same invention, which is signed by 
Mr. Vatanen. It serves evidence to demonstrate the co- 
operation of Mr Vatanen prior to his decision not to e^cecute 
documents needed for the subject patent. 

7 According to the Jaw and decree of employee inventions, Sonera 

Oy has the rights to the invention in question and Mr. Vatanen is 
obliged to sign all the documents needed in the patenting process 
with respect of the invention. 



22-112-02 14:51 LaK. -PAPULA. GROUP 



4-35893480063! 



T-436 S.03/n F-961 
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8. 



10 



11. 



Again referring to said assignmem signed by Mr. 
firms thrthe Tights to the subject invention, uadcr the F^msh aw 
brng to S^nerfoy By exeivting the patent document, he rel.n- 
quishe. W> imcreets and rights lo the invention. 

Within 30 months from the priority date, 3uae 18, 2001, the inter- 
national appUcation entered the national stage. 

r> Julv 2QQ1 we prepared the declaration for the US 

On or about Juty . /^i^^ .1' rWar we delivered the declaration 

"h^ faS that we have ebmarded th. l«ta.«u». documents to htm 

more than once, 

AS I have not received any signed declaration, despite of many 
promises from Mr. Vatanen, I regard this as a refiisal of sigmng a 

declaration. 



21.2.2002 



PAIVI SODERMAN 



\iC 1 4:0 J Lan. -PAPULA UKUUP 

ASSIGNMENT 

lAVe hereby declare that I/we 

Have assigned 10 



+358934800631 



SnRTO 



T-436 S.09/H F-961 

By Express Mail 

No. EL727707030US 



Hairi Vaianen 



VakuuianA^akumamme, eii^ mina/me 
Olen/olemine siirtaneet yritykselle 



Sonera Oy 

P.O.Box 106, FIN-00051 Sonera 
(TeoUisuxiskatu 15, 00510 Helsinki, Finland) 



my/our right 10 invention, priority, patent 
^plications and patents, in all cowipies, on an 
invention 



oikeuteni/oikeutenune keksiniddn, etuoikeu- 
teen, paienttihakemuksiin ja paientteihin 
kaikissa maissa seuraavaan keksintoon: 



Utled by / minitys: MENETELMA JA JAUJESTELHA DIGITAALISEN ALLEKIHJOITUKSEN 

TOTEUTTAMISEKSI 
filed in Finland on / joka on pantu vireille Suomessa 16,12, 1998 

having the filing nvunbcr / bakcmusnumerolla 982728 

and/or Sonera's case nmnber / ja/tai Soneran asianumeroila 



The assignment of the rights includes a 
transfer of the patent rights in all countries, as 
well as the right to use a convention priority of 
the Finnish patent application in all countries. 

The assignee alone hereinafter has the entire 
disposal of the invention and possesses the 
entire ownership to any domestic and foreign 
patents granted thereinafter. The assignor/s 
undertake/s to sign all documents necessary 
for taking out a patent aiui, fimhennore, all 
such documents which may be required to 
assert rights transferred hereby. 

If the assignor/s is/are prevented by any 
obstacles from signing said documents in 
person, this document of assignment shall be 
valid as a Power of Attorney for the assignee 
or for whom the rights have been transferred to 
sign these documents on behalf of the 
assignor/s or in the event of the death of the 
latter, the estate thereof 



Oikeuksien siirto sisSltaa oikeuksien siirron 
kaikissa maissa ja oikeuden kayttaa etuoikeutta 
sxiomalaisesia patenttihakemuksesta kaikissa 
maissa. 

Siirronsa^aila on tSman jSlkeen keksintoon 
m^rasmisoikeus ja hanella on oraisms- 
oikeudet kaikki in kotimaisiin ja ulkomaisiin 
mydnnettyihin paientteihin, Luovutl^g/luovut- 
tajai lupaa/lupaavat aliekijjoittaa kaikki tarpeel- 
liset asiakujat paientin luovuttanaiseksi Ja lis^si 
kaikki asiakirjat, jotka vaaditaan oikeuksien 
siiiron vahvistamiseksi. 

Jos luovutt^a/luovutt^jat' on/ovat estynyt/esty- 
neet allekirjoirtamasta asiakirjoja henkil5kohtai- 
sesti, tama siinoasiakirja on patev^ asiamies- 
valtakirjana siim>nsaajalle tai sille, jolle 
oikeudet on siirretty, nSiden asiakit^bjen 
allekirjoittamiseksi luovuaajan/luovurtajien tai 
jaUdmmaisen/jalkiromaisten kuoleman tapauk- 
sessa, sen/iuiden kuolinpesan puolesta. 



Place and date / Paikka ja aika Helsinki^ 20 . 12. 1998, 



Signature of the assignors / 
Luovuttajan/jien allekirjoims 

Clarification of signature/5 
Allekirjoituksen selvennys , . . 




Harri Vatanen 



Address of the assignor/s 
Luovuttajan/jien osoite 



Lepolaniie 25 A 3 
00660 Helsinki 



ZZ-m-n, 14:52 Lah.jPAPULA GRQi^. +35893480063 U T-436 S. 04/11 F-961 
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DECLARATION ANP POWER OF ATTORNEY 
FOB PATENT APPLICATION 

j 

a below named iiwenior, I hereby de&Jvre thai: 1 

My residcnc;*, po$t crffice address wid ovuenship are as stated below ncxi to my name \ 

1 believe 1 am ihc original, first and sole inventor (if only one nam© is Hsusd below) or <in oiijiiral, \ 
firs^i and jolm inventor (if plural names are iisicd below) of the subject nrnier which is claimed and for which a ; 
patent is sought on the hwcntion cnrttled 1 

i 

METHOD AND SYSTEM FOR IMPl JIWENTING X DIGITAI- SIGNATURt 

! 

the specification ot which been filed under Serial No. 09/868>3»7 j 

I hereby stare that 1 have reviewed and understand the contents of the above-identified specification, 
lacluding the clfticns, as ;imended by any amendment referred to above i 

T aclcoowledge the duty to disclobe infbnnalion which b material to ite paieiUabiUty of iliis : 
applicaiion m accordance with Title 37, Code of Federal Regulaiions, Section L56(i(i) 

I also acknowied^ the duty to discJose information which is material to the patentability of ihis j 
appiication m accordance with Title J7 ChK l.S3(dX which occurred between the filing date of Uie prior j 
application and the filing date of the camlnuat»on-in-part applicatiotk if this is a continuation-in-pan application ^ 

I hereby claim foreign priority benefits under Title 3S, United Siaica Code, Section 110 of any i 
foreign applicalionCs) for patent oir iaventofs certiacatc listed below and have also idcoiificd bdow any foreign : 
application tbr patent or inventor's cerrificate havinis a filing daie before that of die application on which priomy is j 
Udimed. 

Prior Foreign AppIiMf ion: Coounry! Hlllfind 

Appbi.Na.; 9g2728 

Filed; 16Decl99)t j 

Prior Foreign Application: Country: PCT 

Appin. Nol: Fcrsm9m^au 

Filed: IS Dec, 1999 

1 hereby appoint the following anorncys and/or agents to prosecute ihi^ application and to u ansae; 1 
itll bosmess in the Paicnr ajid Trademariw OiTicc connected therewvth: i 

Address all Telephone calls co Lanc« J Licberman, ^sq. at telephone No. (212) 687-2T70- 

Address all correspondence to: j 



Lance J. Lieberman, Esq. 
Cohen* Pontam, Licbcrrnan & Pavane 
551 FiRb Avenue, Suite 1210 
New York, New York IQ176 

[ hereby declare that all smementa xnade herein of my own Icnowledge azc ituc and xhnx ati 
si4iement:> made on infbrmaiion and belief ans believed to be true, and fonhor that these staTcmcntN were maUc 



,22-02-0?. 14:52 Lah.-PAPULA GRi 
Jl BY! SONfeHA JiMAHMHUiii LIU 



U*iU4UU4U/ I ; 
9 343 00S37 



135893480063; 



T-436 S. 05/11 F-961 
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wiih mc knowledge ih«t willful false statemems and the like $o made are punishable by fine or imprisonnienT. or 
hoth, under Seaion lOOl of Title 18 of the United Sures Code sind ihai such willful false siaterDCTts m^iy 
jeopardize the validiry of the appUcaiion or any patent issued thereon. 

Foil Name of Sole or Firsv Inventor: Harri VATANEN 

Inventor's signauins: 



MomM>a>A'car 



Residenoe 

Citizenship. 

P jsL Office Address. 



linited Kiugdom 
fiolaiid 

Savanaab Liudali! Close, Virginia Water GU 4NT Surrey 
Uuitcd Kingdom 



Dated: 



On behalf of Harrl Vatanw 



Sonci« Smammsi Oy 
name: Antti Vasara 
title: CfcO 



I 
I 



i 

6S ^9 a 9^^+ 



